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Office Action Summary 



Application No. 

09/397,782 


Applicant(s) 

CONRAD, CHARLES A. 


Examiner 

James Martinell 


Art Unit 

1633 





Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36 (a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communication(s) filed on 16 September 1999 . 
2a)Q This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1J_ is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) IEI Claim(s) 7 is/are allowed. 

6) S Claim(s) ±S is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claims are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are objected to by the Examiner. 

The proposed drawing correction filed on is: a)d approved b)D disapproved. 

12) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 1 19 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 

a)D All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C, & 1 19(e). 



Attachments) 

15) □ Notice of References Cited (PTO-892) 

16) K Notice of Draftsperson's Patent Drawing Review (PTO-948) 

17) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 



18) □ Interview Summary (PTO-413) Paper No(s). 

19) □ Notice of Informal Patent Application (PTO-1 52) 

20) ^ Other: Notice to Comply to Sequence Rules . 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 9-00) 



Office Action Summary 



Part of Paper No. 5 



Serial No. 09/397,782 
Art Unit 1633 

The instant application does not comply with the Sequence 
Rules (see 37 CFR §§ 1.821-1.825). The sequences in the Table on 
page 33 do not comply with the Sequence Rules. See the attached 
notice to comply with the sequence rules. Any response to this 
Office action must include those items listed on the notice to 
comply with the sequence rules in order to be completely 
responsive to this Office action. The period for response to the 
notice to comply with the sequence rules runs concurrently with 
the period to respond to this Office action. 

This application has been filed with informal drawings which 
are acceptable for examination purposes only. Formal drawings 
will be required when the application is allowed. 

The disclosure is objected to because of the following 
informalities . 

(a) The first sentence of the application should contain 
all of the data in connection with the parent 
applications (see MPEP 201.11). 
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Serial No. 09/397,782 
Art Unit 1633 



(b) The status of each of the parent applications should be 
updated, 

(c) At page 4, line 31, "complimentary" is a typographical 
error and should be changed to --complementary--. 

(d) In claim 7, "invected" should be changed to --inverted- 
Appropriate correction is required. 

The abstract of the disclosure is objected to because it is 
too long and is more than one paragraph. Correction is required. 
See MPEP § 608.01(b) . 

The following is a quotation of the second paragraph of 35 
U.S.C. 112: 

The specification shall conclude with one or more claims 
particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention. 

Claims 1-6 are rejected under 3 5 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicant 
regards as the invention. 
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Serial No. 09/397,782 
Art Unit 16 3 3 

(a) Claim 1 is vague and indefinite because it is not clear 
how the genetic elements are arranged relative to one 
another in the nucleic acid construct. 

(b) The recitation of "designed to form a stem- loop . . . 
repeats forming the stem" is vague and indefinite 
because it is not clear whether the nucleic acid does 
what it is "designed" to do. The claim should be 
amended to describe the function of the molecule and 
delete the intent behind the construction of the 
molecule . 

Claim 7 is allowable over the prior art of record. 

Certain papers related to this application may be submitted 
to Group 1600 by facsimile transmission. Papers should be faxed 
to Art Unit 1633 at (703) 308-4242. The faxing of such papers 
must conform with the rules published in the Official Gazette, 
1156 OG 61 (November 16, 1993). 

Any inquiry concerning this communication should be directed 
to J. Martinell at telephone number (703) 308-0296. 
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SENIOR LEVEL EXAMINER 



Application No,- 09/397,782 

NOTICE TO COMPLY WITH REQUIREMENTS FOR PATENT APPLICATIONS CONTAINING 
NUCLEOTIDE SEQUENCE AND/OR AMINO ACID SEQUENCE DISCLOSURES 



The nucleotide and/or amino acid sequence disclosure contained in this 
application does not comply with the requirements for such a disclosure 
as set forth in 37 C.F.R. 1.821 - 1.825 for the following reason (s) : 



s 



1. This application clearly fails to comply with the 
requirements of 37 C.F.R. 1.821-1.825. Applicant's 

attention is directed to these regulations, published at 1114 OG 
29, May 15, 1990 and at 55 FR 18230, May 1, 1990. 



2. This application does not contain, as a separate part of the 
disclosure on paper copy, a "Sequence Listing" as required by 
37 C.F.R. 1.821(c) . 



@ 



□ 3. A copy of the "Sequence Listing" in computer readable form 
^ has not been submitted as required by 37 C.F.R. 1.821(e). 



□ 



4. A copy of the "Sequence Listing" in computer readable form 
has been submitted. However, the content of the computer 
readable form does not comply with the requirements of 
37 C.F.R. 1.822 and/or 1.823, as indicated on the attached copy of 
the marked -up "Raw Sequence Listing." 



□ 



5. The computer readable form that has been filed with this 
application has been found to be damaged and/or unreadable as 
indicated on the attached CRF Diskette Problem Report. A 
Substitute computer readable form must be submitted as required by 
37 C.F.R. 1.825 (d) . 



□ 



6. The paper copy of the "Sequence Listing" is not the same as 
the computer readable from of the "Sequence Listing" as 
required by 37 C.F.R. 1.821(e). 



□ 7 



Other : 



Applicant Must Provide: 



s 



An initial or substitute computer readable form (CRF) copy of 
the "Sequence Listing". 



# 



f^j An initial or substitute paper copy of the "Sequence Listing", 



1—1 as well as an amendment directing its entry into the 
specification . 

[71 A statement that the content of the paper and computer readable 

copies are the same and, where applicable, include no new 
matter, as required by 37 C.F.R. 1.821(e) or 1.821(f) or 1.821(g) 
or 1.825 (b) or 1.825 (d) 

For questions regarding compliance to these requirements, please 
contact: 

For Rules Interpretation, call (703) 308-4216 
For CRF Submission Help, call (703) 308-4212 
For Patentln software help, call (703) 308-6856 



PLEASE RETURN A COPY OF THIS NOTICE WITH YOUR RESPONSE 



JAMES MARTiNELL, Ph.D. 
SENIOR LEVEL EXAMINER 




